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DETAILED ACTION 
Appeal Brief 

1. The decision on tine Appeal made on February 2, 2008 lias been noted. Tine 
Examiner's previous position lias been reversed. However, tine application is not yet in 
condition for allowance. 

2. It is noted that claims 1-18 and 55-67 are pending with claims 66-67 withdrawn 
as being drawn to an unelected invention. 

Specification 

3. The disclosure is objected to because of the following informalities: a 
typographical error on the last line of p6, wherein Examiner submits the word "Ex 
mplary" should be 'Exemplary'. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 12 and 13 recites the limitation "said porous substrate" in line 2 of each 
claim. There is insufficient antecedent basis for this limitation in the claim. It is noted 
that claims 1, 10, and 11 from which claims 12 and 13 depend on only claim a 
substrate, not a porous substrate. Accordingly, there is no support for "said porous 



Application/Control Number: 10/620,675 Page 3 

Art Unit: 1795 

substrate." In light of this issue, the following interpretation on claims 12 and 13 are 
taken - the substrate is not porous (falling in line with the language of claims 1,10, and 
11). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 10-13, 55-59, and 61-65 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 01/94668 (Furuya). (It is noted that US 2003/1341787, is being 
relied on as the translation for the WO document, as both correspond to the same PCT 
(PCT/JP01/04693)). 

As to claims 1 and 57, Furuya teaches a method of manufacturing a polymer 
electrolyte (para 0193). The method includes having a stainless foil (substrate) in a 
Nafion-including, polymeric solution and depositing the polymer via electrophoresis 
(electrodepositing method) to form the electrolyte on the stainless foil (substrate) (para 
0041; para 0110-0115; example 9: para 0193-0195 and 0198-200). It is noted that the 
process includes applying charge to an anode (negatively-charged electrode) and a 
cathode (positively-charged electrode) (para 0041), wherein a stainless foil (substrate) 
is the anode and a nickel foam is the cathode (para 0194-0195) (as applied to claim 1). 
Furthermore, it is noted at least an electrical coupling inherently exists between the 
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anode and cathode in order to obtain the deposition as taught by Furuya (para 0194- 
0195) (as applied to claim 1). 

Where applicant claims a composition in terms of a function, property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. 102 and 103, expressed as a 102/103 rejection. 

The fact that a certain result or characteristic may occur or be present in the prior 
art is not sufficient to establish the inherency of that result or characteristic. In re 
Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993). 

"In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990) 

In the case of the instant application the basis for expectation of inherency is 
based in the scientific ground of the electro-deposition taught by Furuya. Since electro- 
deposition results when both the anode and the cathode are placed in the same 
polymeric solution, wherein when a charge is applied to both electrodes, it displays that 
the electrodes must be electrically coupled to provide the charge differential as taught 
(para 0194-0195). 

The Examiner invites applicant to provide that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. 
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Whether the rejection is based on inherency' under 35 U.S.C. 102, on prima facie 
obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof is the 
same. ..[footnote omitted]." The burden of proof is similar to that required with respect to 
product-by-process claims. In re Fitzgerald, 619F.2d 67, 70, 205 USPQ 594, 596 
(CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 
1977)). 

As to claims 10 and 61, Furuya teaches that the method comprises putting the 
nickel cathode (positively charged electrode) and stainless foil anode (substrate) into a 
vessel that is filled with an electrolyte solution with polymeric particles (para 0194- 
0195). A voltage is charged between the anode and cathode (constituting a generating 
of electric field), which causes the polymeric particles to develop a charge and deposit 
itself on the porous substrate (thus accelerating such deposition) (para 194-0195). 

As to claims 11 and 62, Furuya teaches that the polymer electrolyte solution 
contains Nafion (para 0195). (It is noted that Nafion is inherently a perfluorsulfonate 
ionomer particle. The basis of inherency is the fact that this is the same material 
embodied by Applicant. See para 0023 in the Specification. Therefore, Nafion is a 
perfluorosulfonate ionomer. See the rejection to claims 1 and 57 for the Office's policy 
on inherency.) 

As to claims 12, and 63, Furuya teaches that the Nafion (perfluorosulfonate 
ionomer) electrolyte is deposited on the anode (substrate) using electrophoresis (para 
0041; para 0195; para 0197-200). Such a process is an electrolytic deposition, as the 
electrolyte is being deposited (as applied to claim 12). 
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As to claim 13, Furuya teaches that the Nafion (perfluorosulfonate ionomer) 
electrolyte is deposited on the stainless foil anode (substrate), wherein a film was 
formed on the stainless foil (para 0041 ; para 0195). (Since it is formed as a layer on the 
foil, it constitutes a formation on an outer surface.) 

As to claims 55 and 58, Furuya teaches of a polymeric (Nafion) electrolyte, as 
made by its disclosed methods of electro-deposition (as disclosed within the rejection to 
claims 1 and 57 - see also para 0041; para 0110-0115; example 9: para 0193-0195 
and 0198-200). 

As to claims 56 and 59, Furuya teaches of a polymeric (Nafion) electrolyte, as 
made by its disclosed methods of electro-deposition (as disclosed within the rejection to 
claims 1 and 57 ~ see also para 0041; para 0110-0115; example 9: para 0193-0195 
and 0198-200). It is further noted that a reaction layer (part of one electrode) is put on 
one side of the electro-deposited electrolyte, wherein two of these structures are put 
together (para 0200). It is stated that the final product is a fuel cell with a gas diffusion 
layers on either side of the composite sheet (thus completing the electrode structure) to 
make an operating fuel cell (para 0201). (Note: Although it is not specified in what 
manner the two electrolyte/reaction layer films are put together. For operation of a fuel 
cell, the final structure must have the electrolyte surrounded by the electrodes. Any 
other structure would render a fuel cell inoperable, as the electrochemical reaction 
would not be able to be carried out. The necessity of such a structure is exemplified in 
para 0217 and para 0219.) 
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As to claims 64 and 65, Furuya teaches that the stainless foils (substrates) are 
removed from the reaction layer/electrolyte film (which has the Nafion 
(perfluorosulfonate ionmer particles) (para 0200). Accordingly, the electrolyte film (and 
thus the perfluorosulfonate ionmer particles) is removed from an outer surface of the 
substrate. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual Inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 2, 4-8, and 60 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Furuya. 

The teachings of Furuya are set forth above and are incorporated herein. 

As to claims 2 and 60, Furuya teaches of a stainless foil. Such a stainless foil is 
inherently (electrically) conductive, wherein the basis of inherency lies in the fact that 
conductivity is necessary to provide the charge deferential needed for the electro- 
deposition (see para 0194-0195). (See the rejection to claims 1 and 57 as to the 
Office's policy on inherency.) Further proof of the electrical conductivity lies in the fact 
that it is specified by Furuya that a portion (the lead) of the stainless foil is insulated 
(indicating that the rest of the foil is conductive). 

Furuya's example 9 (as relied upon above, in cited paragraphs 0194-0195) does 
not specifically teach that the stainless foil anode is porous. However, Furuya teaches 
that the polymeric electrolyte can be deposited into a perforated (porous) plate, wherein 
the base in which the polymeric electrolyte is deposited on is conductive (para 0041 and 
para 0044). Accordingly, Furuya exemplifies that a porous substrate (perforated plate) 
and nonporous substrate (anode) both function as substrates that work with electro- 
deposition. Therefore it would have been obvious to one having ordinary skill in the art 
at the time the claimed invention was made to make the stainless foil (substrate) of 
Furuya's example 9 porous, as the substitution for one substrate (porous) for another 
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(nonporous) would have yielded the predictable result of acting as a same manner - 
being a base for electro-deposition. 

As to claim 4, Furuya's anode (stainless foil/substrate) and cathode (nickel 
foam/charged electrode) are inherently electrically coupled. The basis for expectation 
of inherency is based In the scientific ground of the electro-deposition taught by Furuya. 
Since electro-deposition results when both the anode and the cathode are placed In the 
same polymeric solution, wherein when a charge is applied to both electrodes, it 
displays that the electrodes must be electrically coupled to provide the charge 
differential as taught (para 0194-0195). (See the rejection to claims 1 and 57 as to the 
Office's policy on Inherency.) 

As to claim 5, Furuya teaches that the method comprises putting the nickel 
cathode (positively charged electrode) and stainless foil anode (substrate) into a vessel 
that Is filled with an electrolyte solution with polymeric particles (para 0194-0195). A 
voltage Is charged between the anode and cathode (constituting a generating of electric 
field), which causes the polymeric particles to develop a charge and deposit itself on the 
porous substrate (thus accelerating such deposition) (para 194-0195). 

As to claim 6, Furuya teaches that the polymer electrolyte solution contains 
Naflon (para 0195). (It Is noted that Nafion is inherently a perfluorsulfonate lonomer 
particle. The basis of inherency is the fact that this is the same material embodied by 
Applicant. See para 0023 in the Specification. Therefore, Nafion is a perfluorosulfonate 
ionomer. See the rejection to claims 1 and 57 for the Office's policy on inherency.) 
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As to claim 7, Furuya teaclies that the Nation (perfluorosulfonate ionomer) 
electrolyte is deposited on the anode (substrate) using electrophoresis (para 0041; para 
0195; para 0197-200). Such a process is an electrolytic deposition, as the electrolyte is 
being deposited (as applied to claim 12). 

As to claim 8, Furuya teaches that the stainless foils (substrates) are removed 
from the reaction layer/electrolyte film (which has the Nation (perfluorosulfonate ionmer 
particles) (para 0200). Accordingly, the electrolyte film (and thus the perfluorosulfonate 
ionmer particles) is removed from an outer surface of the substrate. 
7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Furuya, 
as applied to claims 1 and 2, in view of US 4952293 (Sypula et al.). 

As to claim 3, it is first noted that Furuya does teach using a nickel cathode and a 
stainless foil anode (conductive, porous substrate) (para 0194-0195). However, Furuya 
does not specifically state that the conductive, porous substrate is specifically stainless 
steel. 

Sypula et al. teaches of electrodepositing polymers (abs). More specifically, the 
apparatus used includes two electrodes one of which is nickel (much like the cathode of 
Furuya) and the other which is exemplified as stainless steel (col. 25, lines 61-67). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use stainless steel (as taught by Sypula et al.) as the stainless foil in 
Furuya's invention, since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. Furthermore, it is noted 
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that the use of stainless steel as the anode in the invention of Furuya would have 
yielded the predictable result of operating in the same manner. This is clearly shown by 
Sypula et al., a nickel electrode in conjunction with a stainless steel electrode is shown 
to be known to work together in such a manner to electro-deposit polymeric material 
(abs; col. 25, lines 61-67). Furthermore, the mere teaching of stainless steel as used in 
as a polymeric electro-deposition electrode would obviate the use of such material, as it 
is noted Furuya embodies stainless foils. Therefore, one of ordinary skill in the art 
would expect a stainless steel (as taught by Sypula et al.) anode to operate in the same 
manner as a stainless foil (as set forth by Furuya), as Sypula et al. clearly shows that 
stainless steel is a material that can be used as an electrode in an electro-deposition 
process. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the claimed invention was made to use stainless steel as the anode in the 
invention of Furuya, as it would have yielded the predictable result of operating in the 
same manner (i.e. as an electrode in a polymeric electro-deposition process) (since 
Sypula et al. sets forth a similar usage of that material). 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Furuya, 
as applied to claims 1-8, in view of US 2001/0014409 (Cohen). 

As to claim 9, it is noted that Furuya teaches that the stainless foils (substrates) 
are removed from the reaction layer/electrolyte film (which has the Nation 
(perfluorosulfonate ionmer particles) (para 0200). Accordingly, the electrolyte film (and 
thus the perfluorosulfonate ionmer particles) is removed. However, Furuya does not 
teach that the removal of the particles is done with a blade. 
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Cohen teaches of a process involving an electrochemical deposition (para 0002). 
(It is noted that although the type of electro-deposition is different between Furuya 
(electrophoresis) and Cohen (electroplating), such methods are similar as both are 
electro-deposition methods which can be used to deposit polymeric layers on a 
substrate. See para 0195 of Furuya and para 0017 of Cohen. Accordingly, Cohen and 
Furuya are seen to be similar and thus combinable.) Furthermore, Cohen teaches that 
a dull blade may be used to remove the electroplated article from the substrate (para 
0056). Accordingly, one of ordinary skill at the time in the art would have found that 
using the method of removal of an electrodeposited layer by knife (as taught by Cohen) 
when applied to Furuya et al. would have had yielded in the predictable result of 
removing the electrodeposited layer from the substrate it was deposited on, as such a 
layer removal is used successfully on product produced by a similar manner. Therefore 
it would have been obvious to one having ordinary skill in the art at the time the claimed 
invention was made to remove the electrolyte layer of Furuya et al. from the substrate it 
was deposited on via a knife (as taught by Cohen), as such a method would have 
yielded the predictable result of removal of an electro-deposited layer from a substrate it 
was deposited on. 

9. Claims 1 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 5281327 (Honda et al.) in view of Furuya. 

As to claim 1, Honda et al. teach of electro-depositing polymeric materials (abs; 
col. 2, lines 48-67; figs. 1-2). There is a gasket [2] (substrate) mechanically coupled to 
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a working (cliarged) electrode [2] (abs; fig. 1). As seen in fig. 2, tlie conductive portion 
of tlie polymer [6] is deposited on a portion of the gasket [2] (substrate). 

Honda does not specifically teach that the polymer is electrolytic. 

However, Furuya teach of a similar deposition (electro-depositing a polymeric 
material). (See para 0041; para 0110-0115; example 9: para 0193-0195 and 0198- 
200.) Specifically, Furuya's electro-deposition is with respect to a polymer electrolyte 
(para 0193-0195). Accordingly, one of ordinary skill in the art would have found it 
obvious to deposit the polymeric material (electrolyte) of Furuya using the system of 
Honda et al., as the substitution of the material taught by Furuya in the system of Honda 
et al. would have yielded the predictable result of forming a polymeric layer. Therefore 
it would have been obvious to one having ordinary skill in the art at the time the claimed 
invention was made to use the system of Honda et al. to electro-deposit the material of 
Furuya (in the manner disclosed), as the deposition of the material, as taught by Furuya 
is similar to the process used by Honda et al., and thus the combination would yield the 
predictable result of forming a polymeric layer. 

As to claim 14, Honda et al's gasket [2] (substrate), as seen in figs. 1 and 2, is 
inherently non-conductive (electrically). The basis for inherency is that such a quality is 
that it necessary to prevent short-circuiting between the electrodes [3, 3'] for the function 
of applying the potential difference. (Please see the rejection of claims 1 and 57 for the 
Office's policy on inherent characteristics.) Furthermore it is noted that all materials 
inherently have a certain degree of porosity (no matter how big or small), and thus the 
gasket [2] (substrate) is taken to be porous barring specificity as to what constitutes 
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"porous." Office personnel are to give claims their broadest reasonable interpretation in 
light of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 
1023, 1027-28 (Fed. Cir. 1997). Also, limitations appearing in the specification but not 
recited in the claim are not read into the claim. See In re Zletz, 893F.2d 319, 321-22,13 
USPQ2d, 1320, 1322 (Fed. Cir. 1989). 

As to claim 15, Honda et al.'s gasket [2] is directly touching the surface of the 
electrode [3], wherein the electrodes [3, 3'] and frame plates [5, 5'] provide the 
mechanical coupling (figs. 1-2). 

As to claim 16, the combination of Honda et al. and Furuya obviate the claimed 
feature. It is noted that depositing Furuya's material using Honda et al.'s structure has 
been obviated in the rejection to claim 14. As seen in fig. 1 of Honda et al., the gasket 
[2] (substrate) and electrode [3] are deposited in a solution [4] (as it is taken that 
anything within the outer walls of the system is "in" the solution, barring specification 
otherwise). A direct current is applied across the cell to provide the deposition of the 
polymer (creating the electric field and accelerating charged particles to the porous 
substrate, as some of the polymeric material is deposited on the defined substrate) 
(abs; col. 2, lines 48-67; figs. 1-2). Furthermore, Furuya teaches a method with similar 
steps - putting a cathode (positively charged electrode) and an anode (negatively 
charged electrode) into a vessel that is filled with an electrolyte solution with polymeric 
particle and applying current which causes the polymeric particles to develop a charge 
and deposit itself (creating the electric field and accelerating charged particles) (para 
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0041). Accordingly, the processes taught by Honda et al. and Furuya are substantially 
similar. 

As to claim 17, the combination of Honda et al. and Furuya obviate the claimed 
feature. It is noted that depositing Furuya's material using Honda et al.'s structure has 
been obviated in the rejection to claim 14. The material taught by Furuya contains 
Nafion (para 0195). (It is noted that Nafion is inherently a perfluorsulfonate ionomer 
particle. The basis of inherency is the fact that this is the same material embodied by 
Applicant. See para 0023 in the Specification. Therefore, Nafion is a perfluorosulfonate 
ionomer. See the rejection to claims 1 and 57 for the Office's policy on inherency.) 

As to claim 18, the combination of Honda et al. and Furuya obviate the claimed 
feature. It is noted that depositing Furuya's material using Honda et al.'s structure has 
been obviated in the rejection to claim 14. The deposition of Furuya's material (Nafion, 
a perfluorosulfonate ionmer) in the system of Honda et al, (with gasket [2] (substrate)) 
would constitute a deposition via electrophoresis, as Furuya states that the process 
applied for such deposition is electrophoresis (para 0041; para 0195; para 0197-200). 
Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
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F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

11. Claims 1, 10-12 55, 57, 58, and 61-63 provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claim 13- 
15 18, 62, and 63 of copending Application No. 10/705486 either (a) as evidence by or 
(b) in view of US 2002/0014412 (December). 

The pertinent claims of copending Application No. 10/705486 are listed below: 

13, (currently amended ) A method of forming an clectrulytc. compri;»in^: 

TIk' method of claim U furthor compri^mg ciectrodcjiOii>iiing a laycf of iotis on said 
electrolyte composite tllm, 

\A {ivrit^iiuh ]'! L' 5.4^*;t*id la tn H \'' ucK-in -.uid l.iyoi fif ions comprLscs 
as loius{ one of pcrSluoro.suirosHtie ionomcfs or ^^tdfoudtc polyctlk-rkotottcs. 
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15 Conuin.^lt TIk fnv*K>J ol tLum 15, where a >aKl electrode xis.fnji of ivJid 
jd>ct ot ion comp\ »scs tioctrolst c dcf i i n 

lave olionwco ciet-rtoht ^ Jo sUion 

d spqs > tj;^mp^>rar). sub^tia'c s ^ >.i sokiUon ahcads ipns i g polymer it nts, 

thi\ cell c\CK tiohtc on vj^l K-rpouo JiLte>F*,^S3J[n^ 

■ t4ie ' ffle ^ hovi f')^diHm"5? " toi «^ e] ^ clectfodcpos tm« it lavcr < f ons o i J 

elect oi>io tonipusjk f k x\hotv) i s. so U>c» of ioika k i let dr\ Sd?d fuel cell clccirolytc 

e>3 (p e\ ou>l> presented >Thc mcrhod of cidim 62. wherein m. 1 lajer of nm 
eoi pr OS at \\t»si i ne of Tverfluoroi>ulfonatc onon cr or vul^onatc pol)cthcrketone 

Copending claim 62 reads on currently pending claims 1,10, 55, 57, 58, and 61. 
With respect to currently pending claims 1 and 57, copending claim 62 recites a method 
of manufacturing an electrolyte by electrodepositing polymer units onto a substrate. 
The practice of such a method would yield the product (as applied to currently pending 
claims 55 and 58). 
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The differences between copending claim 62 and currently pending claims 1,10, 
55, 58, and 61 is that there is no recitation that a charged electrode coupled to the 
substrate is used. 

However, December is relied upon to either (a) show that the process of electro- 
deposition inherently requires the use of a charged electrode coupled to the substrate, 
or alternately (b) that the use of a charged electrode coupled to the substrate would at 
the very least be obvious. 

December teaches that electro-deposition of a polymer includes having a 
substrate submerged in a polymeric solution, wherein a charge potential between the 
substrate and a pole of the opposite charge, usually a stainless steel electrode (which 
provides at least some coupling between the charged electrode and substrate, barring 
specification as to what constitutes coupling) (para 0003). 

With respect to (a), it can be taken that the process of electro-deposition of a 
polymer would inherently follow such steps. 

Where applicant claims a composition in terms of a function, property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. 102 and 103, expressed as a 102/103 rejection. 

The fact that a certain result or characteristic may occur or be present in the prior 
art is not sufficient to establish the inherency of that result or characteristic. In re 
Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993). 



Application/Control Number: 10/620,675 Page 19 

Art Unit: 1795 

"In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990) 

In the case of the Instant application the basis for expectation of inherency is that 
December, relied upon as an evidentiary piece, clearly sets forth what Is needed for 
performing polymeric electro-deposition (para 0003). Accordingly, such steps, although 
not explicitly stated in the copending claims would be inherent to perform such electro- 
deposition. 

The Examiner invites applicant to provide that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. 

Whether the rejection is based on inherency' under 35 U.S.C. 102, on prima facie 
obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof Is the 
same. ..[footnote omitted]." The burden of proof is similar to that required with respect to 
product-by-process claims. In re Fitzgerald, 619F.2d 67, 70, 205 USPQ 594, 596 
(CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 
1977)). 

Alternately, with respect to (b) (if it is shown that electro-deposition does not 
necessarily require the use of a charged electrode), it would be obvious. The use of a 
charged electrode to provide the electric field required for electro-deposition would have 
yielded the predictable result of providing a method of electrodepositing. Therefore it 
would have been obvious to one having ordinary skill in the art at the time the claimed 
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invention was made to use a charged electrode in combination witli the polymer and 
substrate (as listed in the copending claims), as the use of such a charged electrode 
would have resulted in the predictable of electro-deposition of the polymer. 

It is noted that December's method of para 003 is applicable to currently pending 
claims 1,10, 55, 57, 58, and 61 (specifically that December's method sets forth that 
electro-deposition includes the steps of currently pending claims 10 and 61 ). 

Copending claim 63 reads on currently pending claims 1 1 and 62. 

Copending claims 13, 14, 15, and 62 read on currently pending claim 12. 

Copending claims 13, 14, 18, and 62 read on currently pending claim 63. 

This is a provisional obviousness-type double patenting rejection. 
** It is noted that the copending has not yet been issued. If the copending is issued in 
the interim, the corresponding (non-provisional) double patenting would apply. 

Conclusion 

12. Prosecution on this application has been reopened after a decision of the BPAI 
reversing the examiner with the approval of the TC Director's designee. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eugenia Wang whose telephone number is 571-272- 
4942. The examiner can normally be reached on 7 - 4:30 Mon. - Thurs., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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